United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/601,246 



06/20/2003 



1131 7590 09/24/2008 

MICHAEL BEST & FREDRICK LLP 
Two Prudential Plaza 
180 North Stetson Avenue, Suite 2000 
CHICAGO, IL 60601 



022295-9021-03 



SHAFFER, RICHARD R 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/601,246 


Applicant(s) 

GREY ET AL. 


Examiner 

Richard Shaffer 


Art Unit 

3733 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on August 
15'^ 2008 has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Simon (US Patent 5,245,989) in view of Griner (US Patent 5,951 ,501 ). 

Simon discloses a device (Figures 1-10c) comprising: a housing (104) having an 
aperture (123); the aperture (123) having a nodule (114) disposed within it; a strap (103) 
for attaching the housing (104) to a body; the nodule is sized such that it can apply 
pressure to an acupuncture point on the wrist while still avoiding adjacent areas of the 
wrist (the eye is smaller than the wrist); a solenoid (Column 3, Lines 30-37) can be 
disposed within the housing (104) for transmitting force to the nodule (114); and all 



Application/Control Number: 1 0/601 ,246 Page 3 

Art Unit: 3733 

solenoids are inherently capable of having their force controlled. In regard to claim 10, 
the solenoid is inherently capable of operating within the range of 1/3 Hz to 1/5 Hz. 

Simon discloses all of the claimed limitations except for a flexible sheet coving 
the aperture, a power supply and controller disposed within the housing and a lever 
connected to the solenoid and pivots about a fulcrum to drive the nodule. 

It is well known that aesthetic purposes as well as hygienic ones, that covers are 
used to keep working parts clean and out of sight. It would have been obvious to one 
having ordinary skill in the art to provide a flexible liner to the device of Simon in order to 
allow for ease of cleaning as well as hiding what is commonly considered unsightly 
machinery. 

It is also well known in the art that wireless connections allow more freedom in 
where a computer is located and where the usable tool is. In the case of Simon, one 
would prefer to allow a subject freedom to move about instead of being seated adjacent 
a computer to receive wired commands in terms of frequency and strength. It would 
have further been obvious to provide for a wireless connection in which the helmet of 
Simon had its own power supply and receiving controller in order to allow a patient 
mobility from a computer. 

Griner teaches (Figure 3) a design with pivoting levers to drive the nodule back 
and forth. One having ordinary skill in the art at the time of invention would have 
appreciated that a pivoting lever can be used to transmit force and movement to a 
nodule as one of numerous design possibilities. Therefore as a matter of substitution, it 
would have been obvious to one of ordinary skill at the time of invention to provide for a 
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pivoting transnnission lever to the device of Simon to provide for a means of force 
transmission with predictable results. This is further evidenced by applicant's numerous 
designs of force transmission including embodiments with a pivoting lever and others 
without. 

Response to Arguments 

Applicant's arguments with respect to claims have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard Shaffer whose telephone number is (571)272- 
8683. The examiner can normally be reached on Monday-Friday (7am-5pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Richard Shaffer/ 
Examiner, Art Unit 3733 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



